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orking closely with the inventor to map the road to the successful

protection, development, dissemination and licensing of

intellectual property the UNCG Office of Technology Transfer

recognizes that innovation is the force behind economic
development. New technologies and ideas incubated in the laboratories and
minds of university faculty, staff and students can find their way into the
marketplace and move beyond the boundaries of the campus and into
entrepreneurship. As UNCG steps into its role as a research intensive institute,
the University works closely with academic, business and community leaders to
bring this innovation and creative energy to the market.

UNCG brings a strong commitment to broadly disseminate innovation. The
Office of Technology Transfer serves as a point of departure where inventors
share ideas and innovations in the service of the well being of the global
community. We invite you to join us during this challenging and exciting time of
discovery. Universities bring ideas to life. Technology transfer gives them wings
and lets them soar!



Mission

As part of its educational, research, and service mission, UNCG is dedicated to
the transfer of its research and technology to the public sector for the general
economic benefit of Greensboro, the Piedmont Triad and North Carolina.

The Mission of the Office of Technology Transfer (OTT) is to support UNCG's
effort to encourage innovation and disseminate knowledge. OTT serves the
university and the public by commercializing discoveries developed by faculty,
students and staff. OTT also assists faculty in obtaining research support from
corporate sponsors.

Some specific functions of the office include:

e Consulting on intellectual property and technology transfer

e Determining patentability and assessing commercial potential of the
disclosed inventions

e Administrating the patent process

e Negotiating licensing agreements

e Supporting UNCG inventors in establishing start-up companies to
commercialize their inventions



What is Tech Transfer?

Finding and preparing ideas, innovation and the fruits of research and academic
study for transfer to third parties for the express purpose of development and
commercialization of product and services.

OTT serves the university and the public by commercializing discoveries
developed by faculty, students and staff. OTT also assists faculty in obtaining
research support from corporate sponsors.
Some specific functions of the office include:
e Consulting on intellectual property and technology transfer
e Determining patentability and assessing commercial potential of the
disclosed inventions
e Administrating the patent process
e Negotiating licensing agreements
e Supporting UNCG inventors in establishing start-up companies to
commercialize their inventions

Why Transfer Technology?

In 1980, the Bayh-Dole Act introduced a fundamental change to the patent law:
title to inventions made with government funding by small businesses,
universities and other non-profit entities belong to those entities, and not to the
government.

The Bayh-Dole Act allows for the transfer of exclusive control over many
government funded inventions to universities and businesses operating with
tederal contracts for the purpose of further development and commercialization.
The contracting universities and businesses are then permitted to exclusively
license the inventions to other parties. The federal government, however, retains
"March-in" rights to license the invention to a third party, without the consent of
the patent holder or original licensee, where it determines the invention is not
being made available to the public on a reasonable basis, (in other words, to issue

a compulsory license.)

With the passage of the Bayh-Dole Act, colleges and universities immediately
began to develop and strengthen the internal expertise needed to effectively
engage in the patenting and licensing of inventions. In many cases, institutions
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that had not been active in this area began to establish entirely new technology

transfer offices, building teams with legal, business, and scientific backgrounds.
These activities continue to accelerate nationally as the importance of the Bayh-
Dole Act becomes fully appreciated.

Benefits and Opportunities of
Technology Transfer

e Motivation for faculty researchers

¢ Inducement for discovery of new knowledge and technology
e Attracts sponsored research

e Develops closer ties with industry

e Provides faculty consulting opportunities

e Opportunities for graduates

e Stewardship of intellectual assets

e Generation of income for university and researchers

e Public good, societal expectation, PR

e New technologies to benefit regional and national economies

Who Participates in Technology
Transfer?

The participants of technology transfer are:
e Faculty researchers
e University administration
e University technology transfer staff
e External licenses and start-ups
Relationships:
e Technology transfer often compared to marriage
e Win-win or lose-lose...no such that as win-lose
e Affects all participants
e Easier to fail than to succeed
e Takes hard work at all times
¢ Many unknown
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How is Technology Transferred?

Each participant plays a role in technology transfer. The faculty researchers conduct
research and then disclose the research to their department and OTT. OTT assesses the
technology to determine its patentability and marketability. Based upon the assessment,
OTT may decide to protect the technology. Once the technology is protected, all parties
decide on the best commercialization strategy. Finally, the technology is either licensed
to a start-up company or to an existing company desiring to move it forward.

Commercialization Process: A Linear Model

Research _> Disclosure

Intellectual
Property ¢ Assessment
Protection

Commercialization .
ﬁ Licenses
Strategy




History at UNCG

+ Office opens April 1, 2002
* 3 prior patent applications at UNCG
 First 14 months of operation staff consisted of
— Director and
— 2 graduate students (Licensing Assistants)
* InJune 2003 OTT added a full time Assistant to the Director

First 3 years spent:
» Establishing a presence on campus
* Setting up a process
* Developing internal policies, procedures, and techniques
— UNCG Patent Policy: 50/50 split with inventors
* Meeting or exceeding all goals including number of licenses, invention
disclosures, start-up companies, and patent applications

The Basics

What is Intellectual Property?

To encourage the creation of valuable ideas, and protect them from being stolen,
the U.S. legal system developed the concept of intellectual property. The four
key classes of intellectual property are:

Patent: A grant issued by the federal government giving an inventor the right to
exclude others from making, having made, using, leasing, offering to sell, selling,
or importing an invention in the United States. A patent, however, does not
necessarily guarantee inventors the right to make, use or sell their inventions; in
some cases, utilizing a patented invention depends on another person's prior,
unexplored patent. Violating patent rights is known as infringement and can be
litigated. Patent infringement occurs when one violates each element of at least
one claim in a patent.

3 UEEI OE U®noa-fuscidonal word, logo, slogan, symbol, design—or any
combination of these —that distinguishes a product or service. Essentially brand
names, trademarks promote competition by giving products corporate identity



and marketing leverage. Trademarks do not need to be registered, but federal
registration can help to protect the mark legally.

Copyright/©: A right that protects original works of authorship fixed in a
tangible medium of expression. Copyrights can include published and
unpublished works—literary, dramatic, musical and dance compositions, films,
photographs, audiovisual works, paintings, sculpture, and other visual works of
art, as well as computer programs—from being copied. Copyright protects the
expression of ideas, not the ideas themselves, and gives their authors exclusive
rights to reproduce the copyrighted material.

Trade Secret: A formula, pattern, manufacturing process, method of doing
business, or technical know-how that gives its holder a competitive advantage.
Trade secrets cover a wide spectrum of information, including chemical
compounds, machine patterns, customer lists and software. No federal law
protecting trade secrets exists; legal definitions vary from state to state so
inventors should make careful note of the requirements depending on the
location.



The Inventing Process: Keep it Safe

The journey from laboratory to marketplace is a lengthy one. Inventors utilize
various tools to ensure that their invention remains their own; maximizing the
likelihood that it will make it to market as their own innovation. Keeping a
laboratory notebook is one method used by researchers to aid them in achieving
this goal.

A laboratory notebook is a vital record of events leading to a patentable
invention. The recorded information can establish dates of conception and
reduction to practice of a technology as well as the inventorship of a patent
claiming the technology. The following guidelines should provide sound advice
which should be followed when keeping lab notebooks.

e Do use bound books
Inventors should use permanently bound notebooks, e.g., notebooks with
spiral or glue bindings. If loose-leaf sheets are used, they should be
consecutively numbered and each page should be dated, signed, and
witnessed.

¢ Do sign and date
Each notebook should be signed and dated on the inside front cover to
indicate the first day the recipient started using the notebook. Each entry
should be signed and dated. An independent witness, i.e., someone who
understands the technology but will not be named as a co-inventor of the
invention, should sign and date each entry after the statement: Read and
understood by . (The witness should preferably sign the entries
on a contemporaneous or fairly contemporaneous basis, but entries can
also be reviewed, signed, and dated on a periodic, e.g., weekly or
monthly, basis.)

e Do use ink
Notebook entries should be made in ink and in chronological order.
Entries should not be erased or whited out. If an entry contains an error, a
line should be drawn through the error and new text should continue in
the next available space.

e Don't leave blank spaces
Blank gaps between entries should be avoided. If a blank space is left on a



page, a line or cross should be drawn through the blank space, and the
page dated to prevent subsequent entries.

Don't modify

Prior entries should not be modified at a later date. If data were omitted,
the new data can be entered under a new date and cross-referenced to the
previous entry. Record experiments when they are performed.

Do use past tense
Use the past tense (e.g., was heated) to describe the experiments that were
actually performed.

Do explain abbreviations and special terms
Explain all abbreviations and terms that are nonstandard. Explain in
context, in a table of abbreviations, or in a glossary.

Do staple attachments

Attachments such as graphs or computer printouts should be
permanently affixed in the notebook (e.g., by stapling), and both the
attachment and the notebook page signed and dated. If the attachment
cannot be stapled, it should be placed in an envelope and the envelope
stapled to the notebook page. The envelope and page should then be
signed and witnessed making reference to the attachment being placed in
the envelope.

Don't remove originals
No original pages should be removed from the notebook.

Do outline new experiments

When a new project or experiment is started, the objective and rationale
should be briefly outlined (e.g., in a short paragraph or by providing a
flowchart).

Do record lab meeting discussions

Relevant discussions from lab meetings should be recorded as should
ideas or suggestions made by others. The names of the people making the
ideas and suggestions should be carefully documented. This information
may be important in establishing inventorship.

Do provide detail
Record test descriptions, including preferred operating conditions, control



conditions, operable and preferred ranges of conditions, and alternate
specific materials; test results and an explanation of the results; and
photos or sketches of the results or the test device. Any conclusions
should be short and supported by the factual data. Opinions or
speculation about the invention should be avoided.

Do track notebooks

Ideally, each lab should maintain a catalogue of notebooks in which each
notebook is assigned a number, and the name of the author of each
notebook is recorded. Further, the date the author received the notebook
as well as the date the notebook was completed and turned in should be
recorded. Upon leaving the lab, the author should return all notebooks
checked out by or to him.

Do save completed notebooks

All completed notebooks should be indexed (e.g., by number, by author,
by subject area) and safely kept in a central repository, together with
corresponding patent applications or patents. Lab notebooks that relate to
inventions on which patents have been granted should be kept for the life
of the patent plus six years.

© Copyright 2000 Fish & Richardson P.C All rights reserved.



The Process of Going Though the Office of
Technology Transfer

The Office of Technology Transfer at UNCG works with inventors during every
phase of technology transfer, from initial consultations and technology
assessments to marketing, licensing and business startup. We cultivate a
network of business partners and experts who provide assistance in
commercializing technology and building businesses. Our role is that of
“innovation facilitators.” Active participation of the inventor is essential for
successful progression of the invention to the marketplace. Usually, the OTT
team reviews an invention to assess its potential applications, its uniqueness,
usefulness and commercial potential.

The Office of Technology Transfer at UNCG serves the faculty, staff and
students in the following capacities:

e To protect UNCG intellectual property (IP)

e To market and license university technologies

e To negotiate material transfer, confidentiality and license agreements

e To consult with sponsored research on IP aspects of research contracts

e To ensure university compliance with federal regulations related to IP

e To educate the university community regarding IP and the tech-transfer
process.

© Copyright 2000 Fish & Richardson P.C All rights reserved.



From Research/Innovation to the Marketplace
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Disclosure

The technology transfer process begins when the inventor submits a confidential
invention disclosure form to the UNCG Office of Technology Transfer.
http://www.uncg.edu/ott/documents/UNCGDisclosureForm.doc The form
requests relevant information such as a description of the invention, names and
contact data for everyone involved in the development of the invention, funding
sources for any research that led to the invention, prior publications or public
descriptions of the invention and commercial contacts in the field of the
invention. To ensure the best protection for your invention, the disclosure
should be done as soon as possible and well before the invention is described in a
public presentation, seminar or electronic publication. Public disclosure prior to
tiling a patent application will eliminate the opportunity for patent protection in
foreign countries and limit the amount of time available to file for patent
protection in the United States.

The disclosure form must be signed by all of the inventors involved, dated,
witnessed and filled out as completely as possible, answering all questions to the
best of your ability. This information is confidential and will not remove your
rights as an inventor. Remember, do not send the disclosure form to others,
including your research sponsor, until the University makes a decision
concerning the disposition of the invention.

Once OTT receives the completed invention disclosure form, the OTT staff will
begin to assess the patentability and market potential for the invention.

Evaluation

A technology transfer professional in the OTT will contact the inventor(s) to
schedule an initial interview to discuss the invention disclosure. Relevant
drawings, lab notebooks and/or working models are excellent resources to bring
to this meeting to further enable the OTT staff to understand your concept. The
evaluation process involves a patent and literature search to evaluate the
uniqueness of the invention and a marketability survey of the literature and
industry contacts. The goal of these efforts is to determine if your invention is
patentable (new, useful and not an obvious improvement on an existing
invention) and licensable (will a company pay UNCG for the right to
commercialize the invention. To learn more about the mission, processes,
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policies and find access to forms used by OTT in the Technology Transfer
process please visit our website at: www.uncg.edu/ott. Our office will be

happy to answer questions or concerns you may have regarding your invention
or innovation.

Patenting

An invention must meet certain qualifications before it is considered eligible for a
patent under US Patent Law. Inventor involvement is important to the entire
patent and licensing process. Inventor expertise is especially helpful during the
evaluation for patentability, in the patent application process, in identifying
licensing prospects and in meeting with companies who might be potential
investors. Inventors usually provide technical evaluation of previous patents
and publications in their field, supply information to our patent attorney and
review draft applications and responses to government actions and discuss
technical aspects with interested companies. Inventors are kept informed of the
evaluation process and any actions taken. Their input is essential in the decision
making process regarding the University’s protection and licensing of the
invention/innovation. However, the final decision rests with the OTT. The
disclosure evaluation process may take several months or longer depending on
the complexity of the invention and the target industry.

An invention must be novel, unobvious and have utility to be patentable. The
novelty prerequisite stipulates that your invention must be different from what is
already known or made available to the public. The unobvious condition
requires that your invention must be unknown to a person skilled in the same
area of technology at the time the invention was created. The only instance
where a product can be granted a patent without utility is if it is receiving a
design patent.

To determine if your product qualifies for a patent, OTT will conduct a Prior Art
(Patent and Publication) search.

OTT will notify the inventor in writing whether UNCG will accept the invention
for patenting, licensing and/or commercialization. If OTT decides to pursue
commercialization of the invention, OTT will continue to work with the inventor
to develop a commercialization plan for the invention. It is essential that the
inventor read UNCG’s Patent and Invention Policy which can be found on the
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Office of Technology Transfer’s website: http://www.uncg.edu/ott/policies.html.
As defined by the UNC policy, all inventions of UNCG employees and students
that are conceived or reduced to practice as part of or as a result of UNCG
research or other activities within the scope of the inventor’s employment and/or
matriculation at UNCG or activities involving the use of UNCG time, facilities,
staff, materials, UNCG information unavailable to the public domain or funds

administered by UNCG are considered property of the university. Therefore, it
is the responsibility of faculty, staff and students to disclose such inventions to
the Office of Technology Transfer for review.

Inventions conceived by UNCG employees and students on their own time and
without UNCG facilities, materials or resources are considered as their exclusive
property and not under the ownership of the University. These individuals may
avail themselves of the opportunity to submit the invention to UNCG for
possible patenting and/or commercial exploitation.

If the University decides not to pursue patenting and/or commercialization of
your invention disclosed by a UNCG inventor, the inventor may petition the
UNCG Patent and Commercialization Committee, in writing, to release the rights
of the invention to the inventor. In cases where the invention is the result of
federally funded sponsored research, there may be a requirement to waive
ownership rights to the sponsor. The inventor can request the university or
sponsor for rights to pursue commercialization of the invention. As a condition
of releasing ownership rights of the invention, UNCG shall be entitled to ten
percent (10%) of all future revenues or other monetary or financial considerations
resulting from the invention.

OTT will prosecute the patent application using outside intellectual property
firms. UNCG will contract with outside persons or organizations for the
obtaining, managing and defending of patents to ensure the claims of the
invention are fully protected under US Patent Law. After filing a provisional
patent application the technology is actively marketed to the private sector in an
attempt to identify a patent sponsor and potential licensee. After a patent is
issued, (typically 1-3 years) the University’s protection lasts for 20 years. It may
take five years or longer for commercial sales to begin, depending on the amount
of work necessary to develop and market a product based on an invention. It is
not unusual for eight years to pass from the time an invention/innovation is
disclosed to begin receiving significant royalties on sales.
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Commercialization

The most common commercialization approach is to draft a licensing agreement
with an investor/company that results in the use of the intellectual property by
the company in return for consideration to the University. Licensing fees and
royalties are then shared with the inventor according to University policy. It is
most helpful for the inventor to contribute substantially and directly to the
identification of potential markets for the invention and in locating potential
licensees. Through licensing, the University retains ownership of a technology
and the companies obtain the right to use the technology to make and sell
products or services.

The OTT takes a direct approach in finding a potential commercialization partner
for a specific technology. Non-confidential information about the technology is
submitted to potential sponsors. Confidential information is then provided to
interested parties after the signing of a confidentiality agreement. This
information may include patent applications, research proposals and other
relevant research data. Different inventions require different licensing strategies.
If a potential commercialization partner demonstrates interest in a technology a
license agreement is negotiated.

You may license your patent exclusively or to more than one party. Non-
exclusive rights allow many entities — including the inventor — to practice the
invention simultaneously. Other issues to be considered in a licensing
agreement include territory covered; how long the license will be in effect; how
the invention will be used and royalty rates. A field of use license allows
different parties to manufacture the invention simultaneously but each party
manufactures the invention for a different purpose.

Resources abound when searching for companies likely to have an interest in
your product. Several notable starting points are:

e Thomas Register, a resource that alphabetically lists products and

services and the companies that produce them
e 2UEOEEUVUEWO w/ OOUZz Vw1l 1 HPUUI UwOi w" OUxOUEUD
e #UOWEOQOEwW! UEEUUUIT T UzUw, DOODPOOwW# OOOEUW# DU
e Trade directories and magazines



Chambers of Commerce, banks and local industrial development organizations,
small business incubators, may be able to help you locate manufacturers and
individuals interested in developing your ideas. For a fee, the USPTO will
publish a notice that your patent is available for licensing or sale in its official
gazette.

Develop a Business Plan

Once the patent application is filed it is time to develop a sound business plan. A
business plan offers plenty of advantages by focusing on goals and timelines,
identifying strategic flaws and evaluating the market and your product’s earning
potential. A good business plan serves as an excellent planning tool which can
be used during various stages of the production and marketing process.

Competition in the marketplace is stiff. Create a concise and professional, but
detailed, business plan that includes the following;:

e A detailed summary of your product — what it does, what makes it
unique, and its current patent status

e A thorough marketing analysis which includes market opportunities
and competition

e A well researched presentation of projected sales, pricing and
distribution

e Production plans, methods, costs, capacities and implementation
timeline

e A organizational chart of management personnel

¢ A financial statement, cash flow budget, suggested wholesale and
retail prices and,

e Projected profits.

Raising capital presents a challenge to the entrepreneurial inventor. Begin with a
solid business plan and explore a variety of money-raising strategies. To find
partners or potential investors, consider running an ad in a newspaper, such as
The Wall Street Journal or contact investors” organizations, which offer material
support of all kinds. Banks and other traditional lenders may be willing to
finance your enterprise.



Other funding sources include local, state and federal government programs that
provide businesses with financial assistance. Venture capital, procured through
individual investors, financial institutions or venture capital funds are also viable
options. Financial agents, who work for a finder’s fee plus reimbursement of
out-of-pocket expenses, may be able to connect you with reliable potential
investors.

Administration of the License

Since the licensing of technology provides a financial benefit, UNCG will share
the revenue it receives from patents and commercialization opportunities with
the inventor(s). OTT will be responsible for receiving all royalty reports and
payments resulting from the license agreement and will ensure that all revenue
payments received by licensees are for the correct dollar amount specified by the
licensing agreements.

OTT will distribute the inventor’s share of the royalties and fees as specified in
UNCG'’s Patent and Invention Policy. OTT will be responsible for auditing the
performance of the licensee to ensure compliance with license conditions. The
revenues which the University receives from a patent or invention will be
applied first to reimburse the University for any incremental expenses incurred
throughout obtaining and maintaining patents and/or in marketing, licensing
and defending patents or licensable inventions. After provision for such
expenses, the inventor’s share of such revenues received by the University shall
be distributed as follows:

NET REVENUE INVENTOR(S) | DEPARTMENT | SCHOOL UNCG
TOTAL NET OR

REVENUES COLLEGE
RECEIVED OVER

THE LIFE OF THE

INVENTION

First $500,000 50% 15% 10% 25%
$500,001 - $1,000,000 | 50% 10% 5% 35%
Above $1,000,000 50% - - 50%




The University provides an array of administrative services to its inventors to
assist them in protecting rights to University Intellectual Property, in satisfying
requirements imposed by sponsors of the research and in fostering commercial
development.



